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Requirements of 37 C.F.R. §41.37 

I. Real Party in Interest - 37 C.F.R. $4l.37(c)(l)(i) 

The real party in interest is E-centives, Inc. by virtue of the assignment recorded on 
April 11, 2001 at Reel 01 1680, Frame 0858. 

II. Related Appeals and Interferences - 37 C.F.R. $41. 37(c)(1)(H) 

As recited on page 1 of the Specification, the present application is related to two 
commonly-assigned patent applications, the contents of all of which in their entirety have 
been incorporated by reference. The status of these related, co-pending, and commonly- 
assigned patent applications is set forth below. 

1. U.S. Patent Application Serial No. 09/747,651, filed December 22, 2000, 
entitled: "Pre-Filing Order Forms for Transactions Over a Communications Network." An 
Appeal Brief was submitted in this application on January 7, 2005. 

2. U.S. Patent Application Serial No. 09/747,666, filed December 22, 2000, 
entitled: "Tracking Transactions By Using Addresses In a Communications Network." 
An Appeal Brief was submitted in this application on June 21, 2004. An Examiner's 
Answer was mailed September 7, 2004, and a Reply Brief and Request for Oral Hearing 
were submitted on November 8, 2004. 
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III. Status of Claims - 37CFR. $4 1. 37(c) (l ') aw 
Pending : Claims 1-6 and 9-14 are pending. 
Withdrawn : Claims 7-8 and 15-17 are withdrawn. 
Rejected : Claims 1-6 and 9-14 stand rejected. 
Allowed : No claims have been allowed. 
On Appeal : Claims 1-6 and 9-14 are appealed. 



IV. Status of Amendments - 37 C.F.R. $4l37(c)(l)(iv) 

No claims have been amended subsequent to the mailing of the Final Office Action 
on May 11, 2004 (hereinafter "Final Action"). On July 12, 2004, Applicants submitted a 
Reply Under 37 C.F.R. §1.116 wherein only arguments were presented. An Advisory 
Action was mailed on August 11, 2004. 



V. Summary of Claimed Subject Matter - 37 C.F.R. §4l.37(c)(l)(v) 

Appellants' invention comprises a system and method for providing navigation 
objects for communications over a network. According to various embodiments of the 
invention, transactions may be processed over a communications link, in part, using an 
intermediary. A transaction may include, for example, a customer purchasing a product 
from a merchant. According to an embodiment of the invention, a customer may use a 
web browser (302) executing on a client (303) to request a merchant web page (304) that 
resides on a merchant web server (306). See Specification, e.g., pgs. 12-13. 

According to an embodiment of the invention, a computer-implemented technique 
is provided for requesting electronic documents. A first request for a first electronic 
30509954 J .DOC Page 3 of 14 



APPELLANTS' BRIEF ON APPEAL UNDER 37 C.F.R. §41.37 

U.S. Application Serial No. 09/747,656 

Attorney Docket No. 031792-0311452 (24122-380) 

document associated with a first address may be received, and the first electronic 
document may be provided. The first request may be from a customer using web browser 
(302) executing on client (303) and may be a request for merchant web page (304) residing 
on merchant web server (306). See Specification, e.g., pg. 13, lines 20-21; and FIG. 3. An 
intermediary may receive a second request for a second electronic document. The 
intermediary may intercept the request for the second electronic document. See 
Specification, e.g., pg. 14, lines 3-7. The second request may be based on selecting an 
object in the first electronic document. The object may be associated with the address of 
the second electronic document. See Specification, e.g., pg. 9. 

According to an embodiment of the invention, the second electronic document may 
be retrieved, and the intermediary may update the second electronic document to include a 
second object associated with the first address. The updated second electronic document 
may be provided in response to the second request. See Specification, e.g., pg. 9. 

VI. Grounds of Rejection to be Reviewed on Appeal - 37 C.F.R §4l.37(c)(l)(vi) 
Claims 1-6 and 9-14 stand rejected under 35 U.S.C. §102(e) as allegedly being 
anticipated by U.S. Patent No. 6,016,504 to Arnold et al. ("Arnold"). See Final Action, 
Pg. 2, Ifl. 

VIL Arguments - 37 C.F.R. §41.37(c)(l)(vii) 

Claims 1-6 and 9-14 are patentable under 35 U.S.C. § 102(e) over Arnold for at 
least the reason that Arnold fails to disclose each and every claim element. "A claim is 
anticipated only if each and every element as set forth in the claim is found, either 
expressly or inherently described, in a single prior art reference." Verdegaal Bros. v. 
30509954_1 .DOC Page 4 of 14 



APPELLANTS' BRIEF ON APPEAL UNDER 37 C.F.R. §41.37 

U.S. Application Serial No. 09/747,656 

Attorney Docket No. 031792-0311452 (24122-380) 

Union Oil Co., 814 F.2d 628, 631, 2 USPQ2d 1051, 1053 (Fed. Cir. 1987). Further, 
MPEP §2131.02 states that "[t]he identical invention must be shown in as complete detail 
as is contained in the ... claim." Richardson v. Suzuki Motor Co., 868 F.2d 1226, 1236, 9 
USPQ2d 1913, 1920 (Fed. Cir. 1989). 

Independent Claims 1 and 9 

Independent claims 1 and 9 recite, inter alia, the feature of "generating, by the 
intermediary, an updated second electronic document that includes a second object 
associated with the first address" Arnold does not appear to disclose at least this feature. 

In the Final Action, the Examiner apparently relies on the disclosure in Arnold of a 
virtual outlet as the intermediary recited in the claims. However, the virtual outlet 
disclosed in Arnold does not generate an updated second electronic document that includes 
a second object associated with the first address. Apparently, a merchant computer in 
Arnold modifies a merchant web page to contain a return link so that the customer may 
return to the web page of the virtual outlet upon completion of a purchase. See Arnold, 
e.g., col. 4, lines. 20-24. Furthermore, Arnold apparently discloses an operation wherein 
an updated electronic document is generated at the merchant site. See Arnold, e.g., col. 7, 
lines 54-65. 

In the Advisory Action mailed August 1 1 , 2004, the Examiner refers to column 6 
of Arnold in an attempt to show that Arnold discloses the feature of generating an updated 
second electronic document by the intermediary. Appellants disagree. The passage of 
Arnold relied upon by the Examiner apparently discloses that a return address can be sent 
as part of the URL used by the customer to access the merchant Web site, and that this 
URL is supplied to the customer as a hot link within the virtual outlet web page. However, 
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this is not a second updated electronic document generated by the intermediary, as 
claimed. By contrast, it appears to be a link to the merchant website. For at least this 
reason, Arnold does not appear to disclose these features of the invention. Thus, claims 1 
and 9 are not anticipated by Arnold. 

Dependent Claims 2-6 and 10-14 

Appellants further submit that dependent claims 2-6 and 10-14 are allowable 
because they depend from allowable independent claims, as well as for the further features 
they contain. 

VIII. Claims Appendix - 37 C.F.R. $4 1.37(c) (l)(viii) 

The pending claims (claims 1-6 and 9-14) are attached in the Appendix. 
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Conclusion 

For at least the foregoing reasons, Appellants request that the rejection of claims 1- 
6 and 9-14 under 35 U.S.C. § 102(e), be reversed. 



Date: February 8. 2005 Respectfully submitted, 

for: 



Rick A. Toering 
Registration No. 43,195 



Customer No. 00909 pillsbury winthrop llp 

P.O. Box 10500 
McLean, Virginia 22102 
Main: 703-905-2000 
Direct Dial: 703-905-2141 
Fax: 703-905-2500 
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Claims Appendix 

1 . (Previously Presented) A method for processing requests for electronic documents, 
the method comprising the computer-implemented steps of: 

receiving a first request for a first electronic document, wherein the first electronic 
document is associated with a first address; 

providing the first electronic document; 

receiving, by an intermediary, a second request for a second electronic document 
based upon selection of a first object that is included in the first electronic document, wherein 
the first object is associated with a second address of the second electronic document; 

retrieving the second electronic document; 

generating, by the intermediary, an updated second electronic document that includes 
a second object associated with the first address; and 

providing the updated second electronic document in response to the second request 
for the second electronic document. 

2. (Original) The method of claim 1, wherein the second object is a hyperlink. 

3. (Original) The method of claim 1, wherein the updated second electronic document 
is a web page. 
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4. (Original) The method of claim 1 , wherein the first electronic document is a first 
web page, the second electronic document is a second web page, the updated second 
electronic document is an updated second web page, and the second object is a hyperlink to 
the first web page. 

5. (Original) The method of claim 1, wherein 

the first electronic document is a first web page that is associated with a shopping 
application, 

the second electronic document is a second web page that is associated with a 
merchant, 

the updated second electronic document is an updated second web page that is 
generated by the shopping application, and 

the second object is a hyperlink to the first web page. 

6. (Original) The method of claim 1, further comprising the steps of: 

receiving a third request for a third electronic document based upon selection of a 
third object that is included in the second electronic document, wherein the third object is 
associated with a third address of the third electronic document; 
retrieving the third electronic document; 

generating an updated third electronic document that includes a fourth object that is 
associated with the first address of the first electronic document; and 

providing the updated third electronic document in response to the third request for 
the third electronic document. 
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7. (Withdrawn) A method for processing requests for electronic documents, the 
method comprising the computer-implemented steps of: 

receiving a request for an electronic document that includes one or more relative 
addresses of one or more other electronic documents; 
retrieving the electronic document; 

generating a revised electronic document by updating one or more of the one or more 
relative addresses to specify one or more absolute addresses of the one or more 
other electronic documents; and 

providing the revised electronic document in response to the request for the electronic 
document. 

8. (Withdrawn) A method for processing requests for electronic documents, the 
method comprising the computer-implemented steps of: 

receiving, at an intermediary, a request for an electric document that includes at least 
one document address of one or more other electronic documents; 
retrieving the electronic document; 

generating, at the intermediary, a revised electronic document by creating at least one 
modified document address for at least one of the one or more other electronic documents, 
wherein the modified document address includes both the document address and an 
intermediary address associated with the intermediary; and 

providing the revised electronic document in response to the request for the electronic 
document. 
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9. (Previously Presented) A computer-readable medium for processing requests for 
electronic documents, the computer-readable medium carrying one or more sequences of one 
or more instructions which, when executed by one or more processors, cause the one or more 
processors to perform the steps of: 

receiving a first request for a first electronic document, wherein the first electronic 
document is associated with a first address; 

providing the first electronic document; 

receiving, by an intermediary, a second request for a second electronic document 
based upon selection of a first object that is included in the first electronic document, wherein 
the first object associated with a second address of the second electronic document; 

retrieving the second electronic document; 

generating, by the intermediary, an updated second electronic document that includes 
a second object associated with the first address; and 

providing the updated second electronic document in response to the second request 
for the second electronic document. 

10. (Original) The computer-readable medium of claim 9, wherein the second object is a 
hyperlink. 

1 1 . (Original) The computer-readable medium of claim 9, wherein the updated second 
electronic document is a web page. 

12. (Original) The computer-readable medium of Claim 9, wherein the first electronic 
document is a first web page, the second electronic document is a second we page, the 
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updated second electronic document is an updated second web page, and the second object 
a hyperlink to the first web page. 

13. (Original) The computer-readable medium of claim 9, wherein: 

the first electronic document is a first web page that is associated with a shopping 
application, 

the second electronic document is a second web page that is associated with a 
merchant, 

the updated second electronic document is an updated second web page that is 
generated by the shopping application, and 

the second object is a hyperlink to the first web page. 

14. (Original) The computer-readable medium of claim 9, further comprising 
instructions which, when executed by one or more processors, cause the one or more 
processors to carry out the steps of: 

receiving a third request for a third electronic document based upon selection of a 
third object that is included in the second electronic document, wherein the third object is 
associated with a third address of the third electronic document; 

retrieving the third electronic document; 

generating an updated third electronic document that includes a fourth object that is 
associated with the first address of the first electronic document; and 

providing the updated third electronic document in response to the third request for 
the third electronic document. 
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15. (Withdrawn) A computer-readable medium for processing requests for electronic 
documents, the computer-readable medium carrying one or more sequences of one or more 
instructions which, when executed by one or more processors, cause the one or more 
processors to perform the steps of: 

receiving a request for an electronic document that includes one or more relative 
addresses of one or more other electronic documents; 
retrieving the electronic document; 

generating a revised electronic document by updating one or more of the one or more 
relative addresses to specify one or more absolute addresses of the one or more other 
electronic documents; and 

providing the revised electronic document in response to the request for the electronic 
document. 

16. (Withdrawn) A computer-readable medium for processing requests for electronic 
documents, the computer-readable medium carrying one or more sequences of one or more 
instructions which, when executed by one or more processors, cause the one or more 
processors to perform the steps of: 

receiving, at an intermediary, a request for an electronic document that includes at 
least one document address of one or more other electronic documents; 
retrieving the electronic documents; 

generating , at the intermediary, a revised electronic document by creating at least one 
modified document address for at least one of the one or more other electronic documents, 
wherein the modified document address includes both the document address and an 
intermediary address associated with the intermediary; and 
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providing the revised electronic document in response to the request for the electronic 

document. 

17. (Withdrawn) A system for processing requests for electronic document, the system 
comprising: 

an intermediary that is associated with a first electronic document having a first 
address; and 

a server that is associated with a second electronic document having a second address; 

wherein the intermediary receives a request for the second electronic document based 
upon selection of a first object that is included in the first electronic document, 

wherein the first object is associated with the second address, and 

wherein the intermediary receives the second electronic document from the server and 
generates, in response to the request for the second electronic document, an updated second 
electronic document that includes a second object associated with the first address. 
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